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DETAILED ACTION 
Status of the Claims 

Applicant's election with traverse of Group I including claims 1-16 in the reply filed on 
October 7, 2008 is acknowledged. The traversal is on the ground(s) that the Examiner did not 
provide an alternate method of formation of the product. This is not found persuasive because 
the inventions were shown to lack a special technical feature over prior art was established in 
accordance with 37 CFR 1.499. 

The requirement is still deemed proper and is therefore made FINAL. 

Claims 1-24 are pending in the current application, of which claims 1-16 are being 
considered on their merits. Claims 17-24 are withdrawn from consideration at this time. 

This is the first Office Action on the merits of the claims. 

Claim Objections 

Claims 3 and 7 are objected to because of the following informalities: the additional 
component is referred to as (e) when it should be (d) based on the dependency of the claims on 
claim 1 . Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1-16 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 
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Claim 1 is rendered indefinite as R"^ is not a defined term within the claims and examiner 
interprets R"* to be any hydrocarbon or hydrogen. 

Because claims 2-16 depend fi-om indefinite claim 1 and do not clarify the point of 
confusion, they must also be rejected under 35 U.S.C. 1 12, second paragraph. 

A broad range or limitation together with a narrow range or limitation that falls within the 
broad range or limitation (in the same claim) is considered indefinite, since the resulting claim 
does not clearly set forth the metes and bounds of the patent protection desired. See MPEP § 
2173.05(c). Note the explanation given by the Board of Patent Appeals and Interferences in Ex 
parte Wu, 10 USPQ2d 2031, 2033 (Bd. Pat. App. & Inter. 1989), as to where broad language is 
followed by "such as" and then narrow language. The Board stated that this can render a claim 
indefinite by raising a question or doubt as to whether the feature introduced by such language is 
(a) merely exemplary of the remainder of the claim, and therefore not required, or (b) a required 
feature of the claims. Note also, for example, the decisions of Ex parte Steigewald, 131 
USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte Hasche, 
86 USPQ 481 (Bd. App. 1949). In the present instance, claim 9 recites the broad recitation "used 
in an amount fi-om 10 to 90%" and the claim also recites "preferably 20 to 70%" and "in 
particular 30 to 60%" which is the narrower statement of the range/limitation. It is unclear to 
Examiner if the "preferred" embodiments cited are included in the claim or not. Claims 10-12 
and 14-15 suffer similar deficiencies. Clarification is required. 

Claim 15 is rendered indefinite as the abbreviation LT is not a defined term within the 
claims (not written out previously) and it is unclear what the scope of the claim is. 
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Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of appUcation for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
stibsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by U.S. Patent 
5,134,187 (Aihara). 

Aihara teaches of cationic water-based pigment dispersions comprising N-vinyl-2- 
pyrrolidone [col 7, line 8] as component (a), vinylic monomers modified with alkyl esters of 
(meth)acrylic acid [col 3, line 58-60] as component (b), N,N- 
dimethylaminopropyl(meth)acrylamide [col 6, lines 63-64] as component (c), and acrylic acid 
monomers [col 7, lines 12 and 52] as the dispersant (D). 

Claims 1, 2, 4-6, 8, and 14 are rejected under 35 U.S.C. 102(e) as being anticipated 
by U.S. Pre-grant Publication 2005/0175572 (Nguyen-Kim et al). 

The applied reference has a common assignee with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 
CFR 1.132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not the invention "by another," or by an appropriate 
showing under 37 CFR 1.131. 



Application/Control Number: 10/564,485 Page 5 

Art Unit: 1619 

Nguyen-Kim teach of cosmetic or pharmaceutical composition comprising a copolymer 
obtained by free-radical polymerization of at least one a,p-ethylenically unsaturated amide- 
containing compound [pg 1, par 19 and pg 2, par 22] of identical structure to that of component 
(a) as stated within claim 1. Component (a) can include N-vinylamides of saturated 
monocarboxylic acids [pg 3, par 43]. The reference also teaches of free-radical polymerizable 
a,P-ethylenically unsaturated compounds with cationogenic and cationic groups [pg 3, par 49] 
equivalent to component (c) as stated within claim 1. Suitable monomers taught include N- 
vinylimidazole [pg 3, par 53]. The reference fiirther teaches of at least one crosslinker used in 
the copolymer with 2 or more than 2 a,P-ethylenically unsaturated double bonds [pg 4, par 69] 
which is equivalent to component (b) as stated in the claim. The copolymerization as taught in 
the reference occurs in the presence of at least one compound of component d [pg 5, par 81] in 
which d can be copolymers containing acrylic acid [pg 6, par 1 15]. This component d as taught 
in the art is the equivalent of the anionic dispersant (D) as cited in claims 1 and 8. Preference is 
given to the polymerization in water [pg 8. par 1 64]. 

Nguyen-Kim further teach of crosslinking monomers that are esters of a,P-ethylenically 
unsaturated mono carboxylic acids (acrylic acid) and C1.30 alkanediols (1,2-ethanediol) [pg 4, 
pars 70 and 71] which is equivalent to the additional component (d). The polymerization is 
carried out in the presence of a regulator to adjust the molecular weight [pg 8, par 165]. 

Claims 1 and 16 are rejected under 35 U.S.C. 102(e) as being anticipated by U.S. 
Pre-grant Publication 2006/0183822 (Nguyen-Kim et al). 

The applied reference has a common assignee with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art under 35 U.S.C. 
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102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 
CFR 1.132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not the invention "by another," or by an appropriate 
showing under 37 CFR 1.131. 

Nguyen-Kim teach of ampholytic copolymers obtained by free-radical polymerization of 
at least one a,P-ethylenically unsaturated amide-containing compound [pg 2, pars 23 and 25] of 
identical structure to that of component (a) as stated within claim 1 . The reference also teaches 
of free-radical polymerizable a,P-ethylenically unsaturated compounds with cationogenic and 
cationic groups [pg 2, par 22] equivalent to component (c) as stated within claim 1. The 
reference further teaches of at least one crosslinker used in the copolymer with 2 or more than 2 
a,P-ethylenically unsaturated double bonds [pg 6, par 94] which is equivalent to component (b) 
as stated in the claim. The copolymer solution can be converted to powder form by drying [pg 
11, par 231]. 

Claims 1, 4, 5-6, and 8 are rejected under 35 U.S.C. 102(e) as being anticipated by 
U.S. Patent 7,125,926 (Satoh et al). 

Satoh teach of surface freatment agents with excellent soil releasability and high 
fransparency, the composition comprised of hydrolysable metal aUcoxides, fluoro-containing 
compounds, and an adhesion improving agent. Satoh also teaches of copolymerizable 
components within the adhesion improving agent to include vinylimidazole [col 12, line 53] 
(component (c) in the instant claims), maleic acid [col 12, line 55] (component (D) in the instant 
claims), and N-vinyl lactams [col 14, line 4] (component (a) in the instant claims) that can be 
used alone or in combination [col 14, line 14]. The composition can also include a crosslinking 
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agent such as N,N-methylenebisacrylamide [col 25, line 43] (component (b) in the instant 
claims). 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1 and 9-12 are rejected under 35 U.S.C. 103(a) as being obvious over U.S. 
Pre-grant Publication 2005/0175572 (Nguyen-Kim et al). 

The applied reference has a common assignee with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art only under 35 U.S.C. 
102(e). This rejection imder 35 U.S.C. 103(a) might be overcome by: (1) a showing under 37 
CFR 1.132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not an invention "by another"; (2) a showing of a date of 
invention for the claimed subject matter of the application which corresponds to subject matter 
disclosed but not claimed in the reference, prior to the effective U.S. filing date of the reference 
under 37 CFR 1.131; or (3) an oath or declaration under 37 CFR 1.130 stating that the 
application and reference are currently owned by the same party and that the inventor named in 
the application is the prior inventor under 35 U.S.C. 104, together with a terminal disclaimer in 
accordance with 37 CFR 1.321(c). This rejection might also be overcome by showing that the 
reference is disqualified under 35 U.S.C. 103(c) as prior art in a rejection under 35 U.S.C. 
103(a). See MPEP § 706.02(1)(1) and § 706.02(1)(2). 
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Nguyen-Kim teach of cosmetic or pharmaceutical composition comprising a copolymer 
obtained by free-radical polymerization of 0 to 85% of at least one a,P-ethylenically unsaturated 
amide-containing compound [pg 1, par 19 and pg 2, par 22] of identical structure to that of 
component (a) as stated within claim 1. The reference also teaches of 0-40% free-radical 
polymerizable a,P-ethylenically unsaturated compounds with cationogenic and cationic groups 
[pg 2, par 23 and pg 3, par 49] equivalent to component (c) as stated within claim 1. The 
reference fijrther teaches of at least one crosslinker (0.01 to 10%) used in the copolymer with 2 
or more than 2 a,P-ethylenically unsaturated double bonds [pg 4, par 69] which is equivalent to 
component (b) as stated in the claim. The copolymerization as taught in the reference occurs in 
the presence of at least one compound of component d [pg 5, par 81] in which d can be 
copolymers containing acrylic acid [pg 6, par 115]. This component d as taught in the art is the 
equivalent of the anionic dispersant (D) as cited in claim 1. The amount used is 1 to 25 wt% [pg 
5, par 82]. Preference is given to the polymerization in water [pg 8, par 164]. 

One of ordinary skill in the art at the time of the invention would have been motivated to 
optimize the amounts of polymers in the copolymer to obtain the desired affinity of the 
copolymer to the hair for maximum penefration, to create optimum hold in humid conditions 
when styling, and to provide a good feel to hair without tackiness to the touch [pg 1, pars 4 and 
5]. Therefore the invention as a whole would have been prima facie obvious to one of ordinary 
skill at the time it was made. 

Claims 1, 3, and 7 are rejected under 35 U.S.C. 103(a) as being obvious over U.S. 
Pre-grant Publication 2005/0175572 (Nguyen-Kim et al). 
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The applied reference has a common assignee with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art only under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 103(a) might be overcome by: (1) a showing under 37 
CFR 1.132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not an invention "by another"; (2) a showing of a date of 
invention for the claimed subject matter of the application which corresponds to subject matter 
disclosed but not claimed in the reference, prior to the effective U.S. filing date of the reference 
under 37 CFR 1.131; or (3) an oath or declaration under 37 CFR 1.130 stating that the 
application and reference are currently owned by the same party and that the inventor named in 
the application is the prior inventor under 35 U.S.C. 104, together with a terminal disclaimer in 
accordance with 37 CFR 1.321(c). This rejection might also be overcome by showing that the 
reference is disqualified under 35 U.S.C. 103(c) as prior art in a rejection under 35 U.S.C. 
103(a). See MPEP § 706.02(1)(1) and § 706.02(1)(2). 

Nguyen-Kim teach of ampholytic copolymers obtained by free-radical polymerization of 
at least one a,P-ethylenically unsaturated amide-containing compound [pg 2, pars 23 and 25] of 
identical structure to that of component (a) as stated within claim 1 . The compounds are chosen 
from monoethylenically unsaturated carboxylic acids, sulfonic acids, phosphonic acids and 
mixtures, thereof [pg 3, par 46]. The reference also teaches of free-radical polymerizable a,P- 
ethylenically unsaturated compounds with cationogenic and cationic groups [pg 2, par 22] 
equivalent to component (c) as stated within claim 1. The reference further teaches of at least 
one crosslinker used in the copolymer with 2 or more than 2 a,P-ethylenically unsaturated 
double bonds [pg 6, par 94] which is equivalent to component (b) as stated in the claim. 
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Nguyen-Kim further teach of a free-radically polymerizable a,P-ethylenically 
unsaturated double bond with anionogenic and/or anionic group [pg 2, par 21], which is 
component (e, as cited). 

The pH of the medium for copolymer preparation is within range of 5.5 to 8.0 [pg 3, par 
43]. One of ordinary skill in the art at the time of the invention would have been motivated to 
optimize the pH of the copolymer to obtain the purest copolymer with minimal residual 
monomers [pg 11, par 229]. Therefore the invention as a whole would have been prima facie 
obvious to one or ordinary skill at the time it was made. 

Claim 15 is rejected under 35 U.S.C. 103(a) as being obvious over Nguyen-Kim as 
applied to claims 1 and 9-12 above, and further in view of U.S. Patent 5,225,478 (Beckerle 
et al). 

The teachings of Nguyen-Kim are as stated above. Nguyen-Kim does not teach of the 

light transmittance (LT) of the polymer. 

Beckerle teach of polymer powders obtained by atomizing polymer dispersions in which 
the copolymers are of acrylates which may contain styrene [col 2, lines 56-57]. Beckerle further 
teach that the light transmittance for such dispersions is typically less than 20% [col 2, lines 62- 
63]. 

One of ordinary skill in the art at the time of the invention would have been motivated to 
optimize the light transmittance of the copolymers by estimate the mean particle size of the 
copolymers. Therefore the invention as a whole would have been prima facie obvious to one of 
ordinary skill at the time it was made. 



Application/Control Number: 10/564,485 Page 11 

Art Unit: 1619 

Conclusion 

No claims are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to TRACEY SIMMONS WILLIS whose telephone number is 
(571)270-5861. The examiner can normally be reached on Mondays to Fridays from 8:30 am to 
5:30 pm. The examiner can also be reached on alternate Fridays from 8:30 am to 12:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Woodward, can be reached at (571)272-8373. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Elecfronic Business Center (EBC) at 866-217-9197 (toll-free). 

IT. S.WJ 

Examiner, Art Unit 1619 

/Lora E Bamhart/ 

Primary Examiner, Art Unit 165 1 



